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This is a decision on the petition filed herein on 1 April, 2003, under 37 C.F.R. § 1.1 37(a) 1 to 
revive the above-identified application, and in light of the allegations also considered as a request 
to withdraw the holding of abandonment under 37 C.F.R. §1.181." 



A Petition filed under the prov isions of 37 C '.I .K. $1 . I3~(a) must he accompanied by: 
( 1 ) The required reply, unless previous!} filed. In a nonprov isional application abandoned for failure to prosecute, the required reply may be met 
by the filing of a continuing application. In an application tor patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the 
required reply must be the payment of the issue fee or any outstanding balance thereof: 

(2) the petition fee required by 37 C I \R. £1.17(1): 

(3) A showing to the satisfaction of the Commissioner that the entire delay in filing the required reply from the reply due date until the tiling of a 
grantable petition pursuant to the is paragraph was unavoidable : and 

(4) Any terminal disclaimer (and fee set forth in 37 ( T.R. M .20(d)) required pursuant to 3 T ( .1 .K. £1.1 3 7 lc). 

An application is "unavoidably" abandoned only where Petitioner (or Petitioner's counsel) takes all action necessary for a proper response to the 
outstanding Office action, but through the inters entiot of unforeseen circumstances, the response is not timely received in the Office. That is. m the 
context of ordinary human affairs the test is such care as i> generally used and observed by prudent and careful person* in relation to their most 
important business. 1 x parte Pratt . 1 887 Dec. Comn.'r Pat. 31 (Conim'r Pat. 1 SK" 1 i: i\ parte 1 1 enrich . I 1 ) 1 3 Dec. ConimY Pal. 13°-. 141 (ConimV. 
Pat. 1913). 

-> 

" The regulations at 37 C.l .R. §1.1 SI provide, in pertinent part: 
§1.181 Petition to the C ommissioner. 

(a) Petition may be taken to the Commissioner: ( I ) Prom any action or requirement of any examiner in the c.v parte prosecution of an application 
which is not subject to appeal to the Board of Patent Appeals and Interferences or to the court. (2) In cases in which a statute or the rules specify 
that the matter is to be determined directly by or reviewed by the ( "ommissioner: and (3) lo invoke the supervisory authority of the Commissioner 
in appropriate circumstances. * * * 

(b) Any such petition must contain a statement of the facts inv olv ed and the point or points lo be rev iewed ami the action requested. Brief or 
memoranda, if any. in support thereof should accompany or be embodied in the petition: and where facts are lo be proven, the proof in the form of 
affidavits or declaration (and exhibits, if any) must accompany the petition. 

<' When a petition is taken from an action or requirement of an examiner in the ex parte prosecution of an application, it may be required that 
there have been a proper request for reconsideration 1 . 1 1 I ) and a repeated actum by the examiner. The examiner may be directed by the 
Commissioner to furnish a written statement, within a specified lime, sclting forth the reasons for his decision upon the matters averred in the 
petition, supply ing a copy thereof to the petitioner. 

(d) Where a fee is required for a petition lo the ( ommissioner the appropriate section of this part will so indicate. If any required fee does not 
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For the reasons set forth below, the petition under 37 C.F.R.: 



$1,181 is GRANTED 



§ 1.1 37(a) is DISMISSED as moot 



BACKGROUND 



The record indicates that: 

• it appeared that Petitioner failed to reply timely and properly to Notice of Missing Parts 
mailed on 18 March, 2002, w ith reply due (absent an extension of time) on or before 18 
May, 2002; 

• the application was deemed abandoned after midnight 1 8 May, 2002; 

• no Notice of Abandonment was mailed before the instant petition w as tiled; 

• Petitioner Thomas M. Saunders (Reg. No. 29,585) addresses the "show ing" requirement 
of 37 C.F.R. §1.137 and indicates through his statement and supporting documentation 
(including declarations of Margaret Ritchie (docket clerk at Lorusso & Loud) and June 
Kaps (docket clerk at Brown Rudnick Berklack Israels LLP), and docket evidence from 
the firms that the Notice of Missing Parts was not received at either office subsequent to 
its mailing; 

• contemporaneously w ith the filing of the instant petition Petitioner submitted a signed 
oath/declaration (power of attorney), and the petition fee (which has not been charged), 
surcharge and application and claims fees in response to the Notice of Missing Parts, and 
so satisfied the reply requirement of 37 C.F.R. §1 .137. 



Congress has authorized the Commissioner to "revive an application if the delay is shown to the 



accompany Ihc petition, the petition will be dismissal. * * * 

(H Iwcepl as otherwise prmided in these rules, any such petition not filed within 2 months from the action complained of. ma\ be dismissed as 
unlimcK. I he mere filimiofa petition will not Ma\ the period for tvpK to an 1 \aminei's action which ma\ be i unnmn against an application, nor 
act as a Max of other proceedings . * * * (l inphasis supplied i 



S I ATI Ti S. REGULATIONS AND ANALYSIS 



• 
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satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994).' 

The regulations at 37 C.F.R. §1.1 37(a) and (b) set forth the requirements for a petitioner to revive 
a previously unavoidably or unintentionally, respectively, abandoned application under this 
congressional grant of authority. 

The language of 35 U.S.C. §133 and 37 C.F.R. §1.1 37(a) is clear, unambiguous, and without 
qualification: the delay in tendering the reply to the outstanding Office action, as well as filing 
the first petition seeking revival, must have been unavoidable for the reply now to be accepted on 
petition. 4 

Delays in responding properly raise the question whether delays are unavoidable." Where there is 
a question w hether the delay was unav oidable. Petitioners must meet the burden of establishing 
that the delay w as unavoidable w ithin the meaning of 35 U.S.C. §133 and 37 C .F.R. §1.1 37(a)." 

And the Petitioner must be diligent in attending to the matter. Failure to do so does not 
constitute the care required under Pratt , and so cannot satisfy the test for diligence and due care. 

(By contrast, unintentional delays are those that do not satisfy the very strict statutory and 
regulatory requirements of unavoidable delay, and also, by definition, are not intentional/)) 

The courts have determined the construct for properly supporting a request to withdraw a holding 
of abandonment. 9 



35 I'.S.C. §133 Time for prosecuting application. 

I poii failure of the applicant to prosecute the application within six months alter an\ action therein, of which notice has been given or mailed to the 
applicant, or within such shorter time, not less than thiriv da>>. as fixed In the ( ommissioner in such action, the application shall be regarded as 
abandoned In the parties thereto, unless it be shown to the satisfaction of the Commissioner that such dela\ was unavoidable. 

Therefore, In example, an unavoidable dela\ in the pavmcnt of the Piling I ce might occur if a rep!\ is shipped In the 1 S Postal 
Sen ice, but due to catastrophic accident, the deliver} is nol made 



See : Diligence in hlinn Petitions to Rc\ i\e and iVlilions to W ithdraw the Holding of Abandonment . 1 1 24 ( )ff. ( ia/. Pat, j )ffice }} 
(March I 1 ). Wl ). It was and is Petitioner's burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the 
application revived. See 1 124 Off, da/. Pat. Office supra . 




See: ( Yw//yev to Patent Practice and Procedure. final Rule Satice. fO fed. at 53 1 5S-5 1 ) (October Id. 1 'MP i. I 2<) 3 Off. (ia:. 
Pal. Ofjice-dX Kt>-N~ (October 21. IW"|. 



See : In re Application of ( i . 11 I SPQ2d I 3"S. I:SU|( omm'r Pats ]0X0i 




Sec: Deltiar v. Sehulvcr . I 72 I SI'O 513 (I ).!).('. 1 l >7 1 I. 
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Petitioner has made an adequate showing as to non-receipt. 1 " 

Accordingly, in view of the showing and statement of Petitioner, the petition: 

• as considered to withdraw the holding of abandonment under 37 C.F.R. §1.181 hereby is 
granted ; and 

• under 37 C.F.R. §1 .137(a) hereby is dismissed as moot (and the petition fee w as not 



The instant file is being forwarded to OIPE for further processing before being forwarded for 
examination in due course. 

Telephone inquiries concerning this decision may be directed to the undersigned at (703) 305-9199. 



charged). 




John J. union, Jr. 
Senior Attorney 
Office of Petitions 
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Sec MIMI' 7| |.0j(cMlllMC)<2l. 



